TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 4,
9-16 and 18-27, all the clainms remaining in the present
appl i cation.

Appel I ants' counsel at oral hearing wthdrew the appea

of clainms 4, 9-13 and 25-27. Accordingly, the appeal of these
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clains is dismssed.

The clains remaining on appeal are clains 14-16 and 18-
24. Caiml1l4 is illustrative.

14. A nethod of producing a soft hydrogel col ored
contact |ens conpri sing:

preparing a dispersion by:

di ssolving in an organic solvent from1l to 90%
by wei ght of a polynerized thernoplastic material in
the sol vent which material is conpatible with the
nmononer material to be used in the lens so as to
produce a resin systemof the thernoplastic materia
in the organic solvent,

di spersing in the resulting resin systemfrom
about 1 to about 80% by wei ght of the resin system
of a coloring material which is insoluble in the
nmononmer material to be used to formthe | ens so as
to forma dispersion, and

i ncorporating in said dispersion an anount of a
t hi xotropi c agent sufficient to prevent the
di spersion fromrunni ng when applied on the surface
of the nold,

appl ying the resulting dispersion produced above to
inprint an iris sinulating pattern on a surface of a casting
nol d,

evaporating the organic solvent fromthe dispersion,

i ntroducing a nononeric lens formng liquid in said nold
in contact with said inprinted surface wherein said nonomner
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lens formng liquid conprises a hydrophilic nonomer capabl e of
form ng a soft hydrogel |ens,

pol ynerizing said |iquid to produce a |l ens blank having a
colored pattern inpregnated in said blank, adjacent an optica
surface thereof and

hydrating the resulting | ens.
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The exam ner relies upon the follow ng references as
evi dence of obvi ousness:

Loshaek 4,668, 240 May 26,
1987

Rawl i ngs et al. (Rawings) 5,034, 166 Jul . 23,
1991

Appeal ed clains 14-16 and 18-24 stand rejected under
35 U.S.C. § 103 as being unpatentable over Rawings in view of
Loshaek.

Upon careful consideration of the opposing argunents
presented on appeal, we will not sustain the exam ner's
rejection.

Clainms 14-16 and 18-24 are directed to a nethod of
produci ng a soft hydrogel colored contact lens utilizing a
di spersion that has incorporated therein a thixotropic agent.
Nei t her of the applied references teaches the use of a
t hi xotropic agent in the conposition for naking a hydroge
contact lens. The exam ner, cognizant of this, states that
the dispersion of Rawings typically contains "viscosity
controlling agents to achieve a desired viscosity," and

t hereby concludes that "it would have been within the skil

| evel of the art to enploy a thixotropic agent in the col orant
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di spersion of Rawlings et al. so that the deposited iris
simulating pattern would remain in a desired position on the
nold (ie [sic, i.e.], not run)" (page 4 of Answer). However,
as pointed out by appellants' counsel at oral hearing, a
t hi xotropic agent is not a viscosity controlling agent. A
t hi xotropi c agent enables colloidal gels to |iquify when
agitated and to return to the gel-like state when at rest.
Hence, even if it were true that it would have been obvi ous
for one of ordinary skill in the art to enploy a viscosity
controlling agent into the dispersion, it does not necessarily
follow that it al so would have been obvious to utilize the
presently clainmed thixotropic agent. Al so, while the exam ner
notes that the present specification "indicates that
thi xotropi c agents are conventional in the art" (page 4 of
Answer), appellants' specification only acknow edges t hat
t hi xotropi c agents, per se, were known. Appellants do not
concede that the use of a thixotropic agent in a dispersion of
the type clainmed was known in the art at the tine of filing
the present application.

Accordi ngly, since the exam ner has not established the
prima facie obviousness of utilizing a thixotropic agent in
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appel l ants' cl ai ned net hod of producing a soft hydroge
col ored contact lens, we will not sustain the exam ner's

rejection.
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In conclusion, based on the foregoing, the exanm ner's

decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.I N )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
BRADLEY R. GARRI S ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

)

)
TERRY J. OVWENS )
Adm ni strative Patent Judge )
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